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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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6) ^ Claim(s) 1-14 is/are rejected. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Election/Restrictions 
1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-14, drawn to a device, classified in class 405, subclass 184.3. 

II. Claims 15-18, drawn to a method, classified in class 166, subclass 298. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the process as claimed can be practiced by another materially 
different apparatus or by hand. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with David Peterson on November 8, 2005 a 
provisional election was made without traverse to prosecute the invention of Group 1, 
claims 1-14. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 15-18 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 
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Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1 , 4-6, 8-1 1 , and 1 3 are rejected under 35 U.S.C. 1 02(a) and (e) as being 
anticipated by Carter et al. (US Application 2002/0067954). 

With respect to claim 1 , Carter et al. discloses a pipe breaking device, 
comprising: a base unit (see figure 2 number 140); a retention feature located on the 
base unit (see figure 2, numerals 188, 196, and 160); a cable attachment portion 
located at a first end of the base unit (see figure 2 numeral 48); and a number of pipe 
engaging elements wherein the pipe engaging elements are retained on the base unit 
by the retention feature, and wherein the number of pipe engaging elements are 
removable from the base unit and interchangeable (see figure 2 numerals 56 and 52 
and column 3 paragraph [0054]). 

With respect to claim 4, Carter et al. discloses that the retention feature includes 
a threaded fastener that connects at least one of the number of pipe engaging elements 
to the base unit (see figure 2 numeral 160 and column 3 paragraph [0052]). 
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With respect to claim 5, Carter et al. discloses a pipe breaking device further 
including a pipe gripping device located at a second end of the base unit, opposite the 
cable attachment location (see figure 2 numeral 156 and column 3 paragraph [0052]). 

With respect to claim 6, Carter et al. discloses that the pipe gripping device 
includes a wedge and at least one wedge mating portion (see figure 24 numeral 1196). 

With respect to claim 8, Carter et al. discloses at least one of the number of pipe 
engaging elements includes a cutting blade (see figure 2 numeral 56). 

With respect to claim 9, Carter et al. discloses that the cable attachment portion 
includes a threaded portion adapted to mate with a corresponding threaded portion on 
the first end of the base unit (see figure 24 numeral 1 194). 

With respect to claim 10, Carter et al. discloses the cable attachment portion 
includes multiple segments adapted for assembly around a cable (see figure 24). 

With respect to claim 1 1 , Carter et al. discloses a pipe breaking device, 
comprising: a base unit (see figure 2 number 140); a retention feature located on the 
base unit (see figure 2, numerals 188, 196, and 160); a threaded cable attachment 
portion located adapted to mate with a corresponding threaded portion on a first end of 
the base unit (see figure 24 numeral 1 194); a number of pipe engaging elements 
wherein the pipe engaging elements are retained on the base unit by the retention 
feature, and wherein the number of pipe engaging elements are removable from the 
base unit and interchangeable (see figure 2 numerals 56 and 52 and column 3 
paragraph [0054]); and a pipe gripping device located at a second end of the base unit, 
opposite the cable attachment location (see figure 2). 
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With respect to claim 13, Carter et al. discloses at least one of the number of 
pipe engaging elements includes a cutting blade (see figure 2 numeral 56). 

4. Claims 1-3, and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lincoln (USP 6,109,832). 

With respect to claim 1 , Lincoln discloses a pipe breaking device, comprising: a 
base unit (see figure 2B); a retention feature located on the base unit (see figure 2B, 
numeral 24); a cable attachment portion located at a first end of the base unit (see 
figure 2B numeral 28); and a number of pipe engaging elements wherein the pipe 
engaging elements are retained on the base unit by the retention feature, and wherein 
the number of pipe engaging elements are removable from the base unit and 
interchangeable (see figures 4A and 5A). 

With respect to claim 2, Lincoln discloses that the base unit includes a round 
shaft with a first diameter (see figure 2B numeral 26), and the retention feature includes 
a shoulder portion having a diameter larger than the first diameter (see figure 2B 
numeral 24). 

With respect to claim 3, Lincoln discloses the shoulder portion is located at a 
second end of the base unit, opposite the cable attachment location (see figure 2B). 

With respect to claim 7, Lincoln et al. discloses at least one of the number of pipe 
engaging elements includes an expander cone (see figure 4A). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carter et al. in view of Lincoln. 

With respect to claim 12, Carter et al. is silent as to whether the expander cone is 
a pipe engaging element which is removable and interchangeable. Lincoln teaches a 
removable and interchangeable expander cone in order to allow for the rernoval of the 
bursting ram in limited space (see figure 4A and column 3 lines 8-15). It would have 
been obvious to one having ordinary skill in the art at the time of the invention to modify 
the pipe breaking device of Carter et al. by including a removable expander cone as 
taught by Lincoln in order to allow for the removal of the device in limited space. 

With respect to claim 14, Lincoln teaches at least one of the number of pipe 
engaging elements includes a cutting blade (see figure 4A and column 3 lines 8-15). It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify the pipe breaking device of Carter et al. by including a removable 
expander cone and cutting blade as taught by Lincoln in order to allow for the removal 
of the device in limited space. 
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Conclusion 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicole Coy whose telephone number is 571-272-5405. 
The examiner can normally be reached on M-F 8:00-5:30, 1st F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Wii. ! iam Nsudsr 
Primary Examiner 




